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A patent applicant that has gone through the patent examination process at the United States Patent and Trademark 

Office (USPTO) and has had his patent application rejected by the Board of Patent Appeals may appeal directly to the 

Court of Appeals for the Federal Circuit (CAFC) based on the USPTO record, or may litigate against the USPTO in the 

federal district court for the District of Columbia under 35 U.S.C. 145. That is, 35 U.S.C. 145 of patent law permits a 

patent applicant that is dissatisfied by the rejection of his patent by the Board of Appeals at the USPTO to file suit 

against the director of the USPTO (i.e., Kappos) to determine patentability. 

 

The position of the USPTO has been that only new evidence that could not reasonably have been provided to the USPTO in 

the first instance should be admissible in a 35 U.S.C. 145 action. Also, before the Hyatt v. Kappos decision by the CAFC, it 
had been standing practice by the court to limit new. evidence in such a suit to that which could not have been 

reasonably provided to the USPTO during prosecution of the patent application. For example, certain evidence such as 

expert testimony, demonstrations, or fact witness testimony may have previously been excluded from a 35 U.S.C. 145 

trial, although, one could argue that the examination procedures of the USPTO are not sufficient to deal with such 

evidence. Therefore, before the Hyatt v. Kappos decision by the CAFC, a patent applicant may not have had the 
opportunity to tell his complete story in a 35 U.S.C. 145 trial. 

 

However, the CAFC, on November 8, 2010 in Hyatt v. Kappos, reversed years of patent practice with respect to evidence 
that is admissible when litigating in a federal court whether an inventor should get a patent or not. In the decision by the 

CAFC, the court ruled that new evidence is admissible under 35 U.S.C. 145, subject only to the Federal Rules of Evidence 

and Civil Procedure. The CAFC stated that evidence presented in the federal district court is not limited by earlier 

proceedings at the USPTO or administrative customs of the USPTO. A patent applicant is allowed to introduce new 
evidence [emphasis added], in a challenge to the USPTO’s refusal to grant patent rights, in a 35 U.S.C. 145 action. 
 

Specifically, with respect to Hyatt’s patent application, certain patent claims of Hyatt were rejected by the USPTO for lack 

of enablement and written description. Hyatt had filed a civil action under 35 U.S.C. 145 and introduced a declaration 

providing new evidence of enablement and written description for the rejected claims. In the declaration, Hyatt identified 

the locations in the patent specification that one skilled in the art could look to and find support for the rejected claims. 

However, the federal district court did not allow the new evidence to be considered and ruled that the declaration should 

have previously been presented to the USPTO for consideration. 

 

Hyatt then appealed to the CAFC where, ultimately, the CAFC agreed with Hyatt and the CAFC remanded the case back to 

the federal district court to have the declaration of Hyatt considered de novo (as though the evidence had not been heard 

before). In support of its decision in Hyatt v. Kappos, the CAFC said that a 35 U.S.C. 145 civil action is not an appeal, but 
is instead a new and separate lawsuit filed to force the USPTO to act, and that 35 U.S.C. 145 imposes no limitation on an 

applicant’s right to introduce new evidence before the district court, except for those limitations imposed for all civil 

actions based on the Federal Rules of Evidence and Civil Procedure. However, keep in mind that the USPTO may also, in a 

35 U.S.C. 145 suit, introduce new prior art and other evidence to reject the patent application. 

 

In conclusion,  the Hyatt v. Kappos decision effectively allows additional evidence, old and new, to be presented in a 35 
U.S.C. 145 trial. A patent applicant is now able to pursue a challenging patent application in the federal district court by 

providing an enhanced showing of evidence, after having exhausted his options at the USPTO. Such evidence may include 

facts that came about after patent prosecution such as commercial success and licensing by competitors. In general, a  
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patent applicant’s best course of action is to present all evidence to the patent examiner during prosecution of the 

patent. However, it is good to know that full access to the court system for presenting evidence is now available. 
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