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For many firms and their engineers, the opportunity to participate in developing standards for an industry through 
membership in a standard setting organization is compelling, but it comes with risks, as well as benefits. The recent 
Federal Circuit decision in Qualcomm v. Broadcom1 highlights one of those risks—the possibility that if the firm ignores 
or misinterprets the intellectual property disclosure requirements of the organization, the company can find itself barred 
from enforcing relevant patents against any firm practicing the standard.  

A standard setting organization (SSO) convenes interested parties to consider and adopt standards. Such organizations 
are often made up of businesses for which the establishment of technical standards for a product or process may reduce 
the risk of market entry or expand market opportunity. 

The common purpose of the members of a standard setting organization - to adopt standards generally to increase 
business opportunity - is in tension with the private goal of member firms, which is to secure and enforce intellectual 
property rights that will assist these firms in distinguishing their products or excluding competitors. This tension can 
become acute if the SSO adopts a standard unaware that the standard could be practiced by only one patent holder or its 
licensees. For this reason, many SSOs adopt intellectual rights policies that require those who participate in standard 
setting to disclose their proprietary interest in intellectual property that is related, in specified ways, to a proposed 
standard. While such policies may take many forms, they are intended to permit all members of the SSO to make a more 
complete assessment of the costs and benefits of adopting any particular standard before casting their votes.  

Even the clearest and most rigorous disclosure rule has one major drawback, however—enforcement mechanisms are 
limited. Every SSO—at least those made up solely of private actors—must trust its members to adhere to its rules, and 
an organization has few means to penalize violators. SSO rules alone cannot prevent an SSO member from failing to 
reveal relevant patents and later seeking to enforce its intellectual property rights against those who practice an SSO 
standard adopted without knowledge of those rights. The deterrent to such conduct comes, instead, from potential 
exposure to liability for claims of fraud or monopolization, or from the risk—realized in Qualcomm v. Broadcom—that a 
court will refuse to permit the rights holder to enforce its patent. 

The recent Qualcomm decision arose from Qualcomm’s participation in the Joint Video Team (JVT), an SSO created in 
2001 to develop an industry standard for video compression technology. The JVT developed the H.264 standard, which 
was adopted by the JVT’s parent SSOs in May 2003. Qualcomm did not make any technical proposals during the JVT’s 
development of the H.264 standard, but did participate in other ways.

Before Qualcomm joined the JVT, its vice president of technology became the named inventor on two patents, which were 
assigned to Qualcomm. Qualcomm did not disclose those patents, which had been issued in 1995 and 1996, during the 
development of the standard. After the H.264 standard was issued, and development and production of compliant 
products had begun, Qualcomm claimed that those selling compliant products were violating its patents.  

The Federal Circuit affirmed the district court’s finding that Qualcomm had a duty to disclose its patents to the SSO, 
despite the lack of clarity in the JVT’s written intellectual property rights policies.  While the policy clearly required those 
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who submitted technical proposals to disclose relevant intellectual property, as to others it stated: “According to the . . . 
IPR policy, members/experts are encouraged to disclose as soon as possible IPR information (of their own or anyone 
else’s) associated with any standardization proposal (of their own or anyone else’s). Such information should be provided 
on a best effort basis.” 

Relying on its own interpretation of the JVT policy, the appellate court found that it did not merely “encourage” but in fact 
required all who participated in standard development to use their best efforts to identify and disclose relevant patents. 
The Court defined the patents covered by the disclosure duty to include any that reasonably might be necessary to 
practice the standard under consideration. Further, the Court affirmed the district court’s finding that even if the policies 
did not require all participants to disclose relevant patents, the SSO participants understood the policies to contain this 
requirement, and that Qualcomm was aware of this understanding.  

Having found that Qualcomm had a duty to disclose its patents to the SSO and failed to do so, the Federal Circuit found 
that Qualcomm had waived its right to enforce its patents against those who complied with the standard that emerged 
from the SSO proceedings. In finding that the legal doctrine of “implied waiver” barred Qualcomm from enforcing its 
patents, the Court considered only Qualcomm’s conduct, and it did not inquire whether the SSO should have discovered 
the patents—which had issued years before the SSO was formed—in the course of its work. Nor did the Court limit the 
enforcement bar to members of the SSO, although they were arguably the only parties misled by Qualcomm’s silence 
during the development process. The Court’s ruling will provide a defense to any firm practicing the H.264 standard.

The proceedings in the recent Qualcomm case have drawn the greatest public attention because Qualcomm’s own 
records of its participation in the development of the H.264 standard were not revealed until late in trial. Qualcomm and 
its counsel came under harsh scrutiny for having knowingly concealed evidence, and Qualcomm was forced to pay all 
Broadcom’s attorneys fees incurred in defense of the case. It is impossible to assess how, if at all, this litigation 
misconduct influenced the judges’ thinking on the waiver issue. Yet whether or not this is a situation in which a bad case 
made bad law, the case is precedential, and there are at least three lessons to be drawn out of the case for businesses:

1. Manage the firm’s participation in SSOs. When an opportunity arises, evaluate the costs and the benefits of 
participation, taking into account, among other things, the SSO’s intellectual property rights policy as it is 
written and as it is understood.

2. Comply with the intellectual property rights policy of any SSO in which the firm or its employees participate. 
Recognize the benefit of erring on the side of disclosure, in a context in which courts may find a duty of 
disclosure based on customs and practices that may interpret or extend the reach of ambiguous written terms.

3. When the opportunity is presented to craft or update the written intellectual property rights disclosure policy 
of the organization, advocate the adoption of clear policies that won’t require years of litigation to interpret.   
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