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New Rules & Regulations: While it is too soon to assess the impact of both internal and external changes to the practice 
of patent law, it is clear that the changes should be more client-friendly.  The draconian and retroactive rules which 
purported to limit the total number of claims to 25 with no more than five independent claims coupled with limitations on 
the number of continuation applications are in the process of being removed. Additionally, and equally as significant, 
there have been discussions which are floating the possibility of changing the “count” system, one of the metrics by 
which examiners are graded as well as modifications to the “second pair of eyes.” The current flavor of this system has 
assuredly led to the defensive practice of patent examination and directly attributed to the low allowance rates discussed 
below.  While no one likes to be second-guessed, the second pair of eyes, while having the admirable goal of improving 
patent quality, served as a deterrent to allowing patents, in that a reversal of an examiner’s initial determination of 
patentable subject matter could lead to that examiner losing “work-at-home” privileges.

Law on Obviousness: This has always been a nebulous subject with many newer and older flexible guidelines. In fact, the 
vast majority of patent litigations focus on the very facet, clearly indicating that absolutely no one agrees on what the 
term means, other than a client’s invention must not have this characteristic in order to be patentable. While the words 
used to characterize the issue have changed, clarity on their meaning remains an elusive target.

Law on Patentable Subject Matter: Once again, this has always been a fascinating area of contradictory guidelines, 
which perhaps will be clarified in the current term of the Supreme Court with a decision in the pending Bilski case. 
However, it is difficult to see how it is possible to place many parameters on the scope of patentable subject matter when 
this Court has previously allowed the following claim to stand:  

Claim #13 of United States Patent No. 4,940,658 Interpretation of claim into common sense language

A method for detecting a deficiency of cobalamin or folate 
in warm-blooded animals comprising the steps of: 

-assaying a body fluid for an elevated level of total 
homocysteine; and 

-correlating an elevated level of total homocysteine with a 
deficiency of cobalamin or folate.

A method to determine whether a human is deficient in 
either vitamin B12 or B9 by:

-testing and measuring the blood sample for a specific 
constituent; and

-thinking about the result.

While it is always possible that a radical departure from the past will occur, it is more likely that a modification around 
the extremities of patentability will occur.

New Leadership within the USPTO: This may be the most significant change, and pronouncements within the agency are 
providing a clear indication that the Office needs to return to its previous, more business-friendly atmosphere. 
Commissioner Kappos comes from IBM, an entity which is clearly patent savvy and which has a significant investment in 
Intellectual Property on its balance sheet. It would be unexpected if patent issuance rates did not return back to their 
normative values (significantly north of 50% on an aggregate basis) from their present rates (which are significantly 
south of 50%).
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