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Background

The patent statute establishes three ways by which a defendant can be held liable for patent infringement: direct 
infringement, induced infringement and contributory infringement. 1 These activities are, on a broad level, self-
explanatory. Direct infringement occurs when the defendant itself practices the elements or steps of a claim of a patent. 
Induced infringement occurs when the defendant causes a third-party to practice the elements or steps of a claim of a 
patent.  Contributory infringement occurs when the defendant engages in activity that enables the third-party to practice 
the steps or elements of a claim of a patent.

The courts have long held that in order to establish liability for induced infringement, the plaintiff must prove that the 
defendant that causes the third-party to infringe must have subjective knowledge of the existence of the patent at issue 
itself, as opposed to mere knowledge that it will cause the third-party to engage in activity that infringes.

Facts

SEB is a French company that manufactures and sells home cooking appliances. SEB’s ‘312 patent covers a deep fryer 
with an inexpensive plastic outer shell. Apparently, prior fryers required expensive plastic outer shells capable of 
withstanding high heat emitted from the fryer. The ‘312 patent purports to eliminate the need for the expensive outer 
shell through air insulation caused by separating the skirt from the pan with a ring composed of “heat-insulating and 
heat resistive material.” In its commercial fryer, SEB labeled this insulating system as its “cool touch” feature.

Pentalpha is a competitor of SEB based in Hong Kong that came out with a competitive fryer in 1997. In developing its 
fryer, Pentalpha purchased an SEB fryer and copied its “cool touch” feature. After agreeing to sell its fryers to U.S. 
companies, Pentalpha obtained a “right-to-use” opinion from a patent lawyer in Binghamton, New York. That lawyer 
analyzed numerous patents and found none that covered Pentalpha’s fryer, but Pentalpha never told the lawyer that it 
had copied SEB’s fryer.

SEB thereafter sued Pentalpha and several retailers for infringement of the ‘312 patent. SEB alleged that Pentalpha was 
liable for inducing the retailers to infringe that patent. At trial, after the close of evidence, Pentalpha moved for judgment 
dismissing the inducement claim, arguing that SEB failed to establish that Pentalpha had knowledge of the existence of 
the ‘312 patent. The district court held there was sufficient evidence for the jury to consider the inducement claim, and 
the jury thereafter determined that Pentalpha had indeed induced the retailers to infringe. Pentalpha appealed that 
determination, as well as several other issues.

  
1 35 U.S.C. § 271.  
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Decision on Appeal

The issue on appeal was whether, based on prior Federal Circuit case law, SEB had proven that Pentalpha “knew or 
should have known [its] actions would induce actual infringement,” which “necessarily includes the requirement that he 
or she knew of the patent.” This was because inducement requires a showing that the defendant had “actual or 
constructive knowledge of the patent.”

Pentalpha argued that SEB failed to prove Pentalpha’s knowledge of the patent, essentially because it did not establish 
direct knowledge. The court, however, held that proof of direct knowledge was not necessary. Instead, the court held that 
SEB could prove Pentalpha’s knowledge of the patent by establishing its “subjective deliberate indifference to the 
existence of [the] patent.” The court had no trouble finding that SEB had met that burden: There was compelling evidence 
that Pentalpha had intentionally copied the exact design SEB used for its insulation system; Pentalpha’s president was 
sophisticated in U.S. patent law and understood that SEB was “cognizant of its patent rights as well;” despite this 
knowledge, Pentalpha had not informed its patent lawyer that it had copied SEB’s design; and Pentalpha produced no 
exculpatory evidence.2

Lessons

Proof of an adversary’s subjective knowledge in the absence of direct admissions can be tricky in litigation, and that is 
no exception in patent infringement lawsuits. At least with respect to induced infringement, the Federal Circuit has 
adopted a common-sense rule that the knowledge requirement can be met when the circumstantial evidence literally 
screams that the defendant had plenty of reason to believe its product was covered by the plaintiff’s patent. But more 
than that, the case shows that the plaintiff does not have to prove the defendant knew or should have known that its 
product actually fell within specific claims of the patent. For defendants, the case stands for the proposition that you 
cannot avoid liability by sticking your head in the sand.
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2 One of the arguments that apparently influenced the trial court (sitting in Manhattan) was: “There are a zillion patent lawyers in 
New York City, [yet] [t]hey go to this guy in the middle of nowhere to do this patent search. . . .”  Fortunately for the unwashed mass 
of patent lawyers who do not happen to practice in New York City, the Federal Circuit did not seem to be influenced by that argument.


