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Perfect Web Technologies, Inc. owns U.S. Patent No. 6,631,400 (the ‘400 patent) which claims methods of managing bulk 
e-mail distribution to groups of targeted customers. Perfect Web asserted various claims of the ‘400 patent against 
InfoUSA, Inc. On summary judgment the district court, relying in part upon “common sense,” found the asserted claims of 
the ‘400 patent invalid. On December 2, 2009, the U.S. Court of Appeals for the Federal Circuit (CAFC) affirmed the 
district court’s conclusion that the asserted claims of the ‘400 patent were obvious.1

The method claim at issue in Perfect Web comprised four steps. The first three steps included identifying a set of target 
recipients for bulk email, sending bulk email to those target recipients, and calculating the number of emails that were 
successfully received. The fourth step of the claimed method required repeating the first three steps until the number of 
received emails met a predetermined quantity. For purposes of the appeal, the parties agreed that the first three steps 
were disclosed in the prior art, and that the prior art did not teach the fourth step.

Relying upon the United States Supreme Court’s observation “that common sense can be a source of reasons to combine 
or modify prior art references”2 the CAFC upheld the district court’s conclusion that the claimed method was obvious. The 
district court had concluded that “the final step is merely the logical result of common sense application of the maxim 
‘try, try again.’” The CAFC agreed that the “last step, and the claim as a whole, simply recites repetition of a known 
procedure until success is achieved.”

While upholding the use of common sense, the CAFC noted that the use of common sense requires a reasoned explanation 
of the logic for modifying or combining the prior art. No specific hint or suggestion is required in the prior art, but 
conclusory generalizations attributed to common sense are insufficient. A reasoned explanation serves to bridge the gap 
between the explicit teachings of the prior art and the claimed invention.  

The district court explained its rationale through a simple example: “If 100 e-mail deliveries were ordered, and the first 
transmission delivered only 95, common sense dictates that one should try again. One could do little else.”3 The district 
court’s invocation of common sense provided a sufficient explanation to connect the first three steps of the claimed 
method, which were known in the prior art, to the fourth step that the court found to be obvious.

The case also illustrated that the complexity of the technology can influence the reach of common sense. In Perfect Web, 
the parties agreed that a person of ordinary skill in the art “required only a high school education and limited marketing 
and computer experience.”4 Given the relatively simply nature of the technology advocated by both parties, the Federal 
Circuit found that persons of ordinary skill in the art would appreciate the potential benefits of simply repeating known 
steps until the desired number of emails had been successfully delivered.5 For more complex technologies, expert opinion 
may be helpful or even required to bridge the gap between the known and the suggested combination.

In addition to relying upon common sense, the CAFC found the claimed method would have been obvious to try.6 Faced 
with the problem of too few or too many email messages being delivered, the court noted only three possible solutions 
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were identified by the parties’ experts. As the court’s discussion demonstrates, common sense may be most effective 
when the problem being solved is well defined and there are a limited number of likely solutions.

The Supreme Court’s decision in KSR emphasized the importance of a flexible approach to evaluating the obviousness or 
non-obviousness of a claimed invention. As shown in Perfect Web, common sense can be used effectively in appropriate 
circumstances as part of that flexible approach, so long as the rationale used to combine or modify the prior art is 
sufficiently articulated for the technology involved. 
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