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The patent system, like the U.S. Constitution in which it is rooted, is a system of checks and balances. Balancing the fact 
that under our current system, a patent prosecution involves only the applicant and the United States Patent and 
Trademark Office (USPTO), there are a variety of means by which a third party can challenge the validity or enforceability 
of the patent, once issued. When such challenges are raised in the context of a patent infringement suit, they often 
include the charge of “inequitable conduct.”  

Unlike the defense of invalidity, which attacks the USPTO’s conclusion that the patented invention is novel, the defense of 
inequitable conduct challenges the integrity of the patent prosecution and the ethics of the lawyers and representatives 
involved in the prosecution. That accused infringers have been able to plead inequitable conduct routinely, as part of a 
battery of defenses, has been troubling to patent prosecutors and burdensome to their clients. Those involved in patent 
prosecution generally accept and honor their duties of candor and good faith prescribed by the Patent Rules. These duties 
include the duty of each individual associated with the filing and prosecution of a patent application to disclose to the 
USPTO all information known to be material to patentability.1 Yet, as the Federal Circuit has noted, “reputable lawyers 
seem compelled to make the charge [of inequitable conduct] against other reputable lawyers on the slenderest 
grounds.”2 Although there is a strict test for proving inequitable conduct, Federal Circuit expansion of the definition of 
“materiality” and inconsistency among its panels regarding the nature and degree of intent required for the defense have 
encouraged patent litigators not only to plead “inequitable conduct,” but to insist on wide-ranging discovery in their 
quest for supporting evidence, and to maintain the argument through trial and appeal.

In this context, the recent Federal Circuit decision in Exergen Corp. v. WalMart Stores, Inc.,3 is a welcome development. In 
this case, the Court held that the defense of inequitable conduct must be pleaded with particularity, identifying exactly 
the “who, what, when, where, and how of the [alleged] material misrepresentation or omission committed before the 
USPTO.”4 The Court found the accused infringer’s allegations of inequitable conduct deficient with respect to both the 
facts alleged and the reasonableness of the inference of bad intent on which the defense relied.  

Specifically, the Court found:

• The pleading referred generally to “Exergen, its agents and/or attorneys,” but did not 
name any specific individual associated with the filing or prosecution of the application 
at issue, who both knew of the material information and deliberately withheld or 
misrepresented it;

• The pleading did not identify which claims, and which limitations to those claims, the 
allegedly withheld references were relevant to and where in the references the material 
information was;

• The pleading did not identify the particular claim limitations or combination of claim 
limitations supposedly absent from the information of record in the patent prosecution. 
The Court observed that such allegations are necessary “to explain both ‘why’ the 
withheld information is material and not cumulative, and ‘how’ an examiner would have 
used this information in assessing the patentability of the claims.”5  
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• The facts alleged did not give rise to a reasonable inference of the state of mind that is 
necessary to prove inequitable conduct. The Court observed that the defense requires 
both knowledge of the withheld material information or falsity of a material 
representation made to the USPTO and specific intent to deceive it. The Court held that it 
was not sufficient for the accused infringer to plead deceptive intent solely on 
“information and belief” where no facts had been pleaded upon which the belief could 
be reasonably based.

The pleading rules before Exergen made it possible for an accused infringer to plead inequitable conduct even if neither 
the prosecution history nor the accused infringer’s own knowledge provided a basis for the defense, raising the concern 
that the defense of inequitable conduct was devolving into “a magic incantation to be asserted against every patentee.”6

As patent prosecutors, we are heartened to see that the Court has finally put teeth into this concern by raising the 
pleading requirements for this defense. This change in pleading standards is good news for patentees as well, because it 
increases the likelihood that formulaic invocation of the “inequitable conduct” defense will be stricken at an early stage 
in litigation.
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