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One of the more anticipated Supreme Court intellectual property opinions involves Bernard Bilski and Rand Warsaw and 
the Patent Office. The actual underlying premise of the dispute is whether a series of mathematical equations are 
patentable, the equations involving a method for hedging risk in commodities trading. Bilski and Warsaw advocate that 
patenting their clever math is justified as they had invested millions of dollars to devise their equations, and that it was 
an historic failure of the system to not grant patents on the math equations they developed.

While there has yet to be any formal opinion, I respectfully submit that the opinion was actually written in December 2005 
as an amicus brief in the Metabolite Laboratories v. Labcorp of America case involving “business methods.” While the 
Supreme Court technically declined to rule, and hence permitted the Federal Circuit’s ruling (allowing “business method” 
claims) to stand, there were three vigorous dissents coupled with one very logical and cogent amicus brief, the lead 
author of which was David Kappos, at the time a senior attorney at International Business Machines, but presently, the 
Commissioner of the Patent Office.

The thrust of the IBM position followed this line of reasoning: The Supreme Court should reaffirm its existing standard for 
subject matter patentability which is restricted to inventions that involve technological contributions, namely tangible 
products (i.e., machines or articles of manufacture), or processes that are either: 1) tied to a particular machine or 
apparatus; or 2) cause transformation or reduction of an article to a different state or thing. IBM further opined that there 
was no sound innovation policy that supported patents on non-technological method of doing business, and in fact, 
reflected a concern that permitting patent expansion into this area would result in decreasing competition.

The Supreme Court last substantively opined on process patents in 1876 in Cochrane v. Deener in which it stated, “A 
process is a mode of treatment of certain materials to produce a given result. It is an act, or series of acts, performed 
upon the subject matter to be transformed and reduced to a different state or thing.” This holding would appear to be 
inconsistent with the Federal Circuit’s State Street decision, in which it stated that “anything under the sun that is made 
by man” is patentable, leading to its “useful, concrete and tangible result” test.  

It should be noted, however, that this phrase first appeared in House and Senate committee reports on the 1952 Patent 
Act by a Patent Office employee. In context, the phrase appeared to be intended to qualify the phrase “a machine or a 
manufacture” and probably not intended to modify “process” and hence, may be quoted out of context.  

In my opinion, the Supreme Court will significantly limit the scope of “business method” patents consistent with its 
earlier precedent. The decision will return processes to their technological roots; however, the definition will still be 
sufficiently broad to cover software, which will simply require a link to a tangible piece of equipment (e.g., a computer 
central processing unit or CPU).  
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