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Last year the United States Patent and Trademark Office (USPTO) implemented widespread changes to the filing procedures 
required of patent practitioners. This was done in an attempt to limit both the number of claims able to be included in a 
patent application as well as the number of continuation applications that may be filed. 

Now, if a set number of claims is exceeded - the so-called “5/25 rule” - patent holders face heightened reporting 
requirements which necessitate that the applicant submit his own search report at the time of filing. Since patent 
practitioners routinely file patent applications with multiple claims to provide the broadest coverage for their clients, and 
frequently use continuation applications to continue to work with examiners, these new limits place considerable burdens on 
applicants; especially those with large patent portfolios. 

Given these new burdens, the USPTO’s rulemaking authority has been challenged and the matter has quickly risen through 
the federal courts. The USPTO appealed a district court ruling that the new patent rules were invalid, and recently received a 
decision. In short, the Court of Appeals for the Federal Circuit (CAFC) reasoned that the rules limiting the number of 
continuation applications were invalid since they conflicted with the Patent Act created by Congress; thus the USPTO had 
exceeded its authority under the Patent Act. The remaining rules concerning number of claims, heightened reporting 
requirements, and limits on requests for continued examination, however, were upheld, since they were deemed to be within 
the USPTO’s rulemaking authority. 

As a practical matter, since the new rules limiting continuation applications were rejected, practitioners will likely begin to 
file continuation applications as opposed to using the request for continued examination procedure. The differences in these 
methods are subtle, but the filing of a continuation restarts the three-year time period in which the USPTO must complete 
examination of the application without extending the term of the patent.

The CAFC did not address the question of whether the new patent rules were arbitrary and capricious, and remanded the 
case to the district court for further decision. To the relief of patent practitioners, the CAFC’s decision is not final, and beyond 
the re-hearing at the district court, it is likely that any further ruling upholding the new patent rules will be appealed to the 
Supreme Court. If the CAFC’s ruling is upheld, however, patent practitioners and their clients can expect new challenges in 
terms of navigating their applications through the USPTO. Under the rules upheld in the CAFC’s decision, an application that 
contains more than five independent claims or more than 25 total claims must be accompanied by an examination support 
document. This document must include a pre-examination prior art search and a detailed report which lists the most 
pertinent references and how each claim is patentable over the submitted references. The report must also include a citation 
to the specification demonstrating how each limitation in the claims is supported by the specification.  

Overall, the greatest impact of this decision will be felt in fields where it is necessary to file several claims to adequately 
cover all aspects of an invention. Additionally, the heightened reporting requirements encompassed by the examination 
support document will add a significant amount of time and cost to the preparation of a patent application, and shifts the 
initial burden of searching the prior art and analyzing the claims for patentability to the patent applicant as opposed to the 
examiner.
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