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A landmark decision was made in August 2009 regarding the definition of fraud made upon the United States Patent and 
Trademark Office with regard to trademark registrations. The Bose decision provides much-needed relief for trademark 
owners and provides the opportunity to correct registrations without fear of them being cancelled. To better understand 
this decision, it important to review the relevant history leading up to it.

The 2003 Medinol1 case by the U.S. Trademark Trials and Appeals Board defined the most recent standard for committing 
fraud upon the United States Trademark Office. Neuro Vasx, Inc. applied for a trademark registration for the mark 
NEUROVASX for products A and B. In order for the application to proceed to registration, the company was required to file 
a declaration that stated that the company was using the mark with both products in inter-state commerce. The 
application proceeded to registration on the Principal Register in 2000.

In 2002, Medinol Ltd. filed a cancellation action against the NEUROVASX registration with the claim that Neuro Vasx, Inc. 
fraudulently obtained the registration by claiming use of both products A and B in inter-state commerce when only 
product A was in use at the time the declaration was filed. The U.S. Trademark Trials and Appeals Board cancelled the 
entire registration instead of allowing Neuro Vasx, Inc to delete the product not in use.  

This decision defined the standard for fraud that had trademark owners and attorneys concerned. In particular, owners of 
multi-class registrations and registrations with a long list of goods or services suddenly faced the risk of having their 
entire registrations cancelled if even one product or service was not in use at the time a declaration was filed. This 
applied to pre-registration applications and post-registration applications such as renewals.

The new standard of “should have known” replaced the standard of “intent to deceive” when making statements 
regarding use or continued use of the trademark with the goods or services listed in the registration. This lowered the 
fraud standard and equated fraud with simple negligence regardless of whether a declaration claiming use was a 
misunderstanding, an inadvertence, or a mere negligent omission.

In 2009, the U.S. Trademark Trials and Appeals Board decision was addressed in the Bose2 decision and provided relief 
for trademark owners. Bose Corp. renewed their registration for WAVE stating that all of the goods in the registration 
continued to be used with the trademark. Hexwave, Inc. filed a cancellation action claiming that the renewal of the 
trademark was fraudulently obtained as product A, of many products, was no longer in use at the time of the renewal 
application. Although Bose no longer sold product A, it did continue to repair this product and they viewed this as use of 
the trademark. The U.S. Trademark Trials and Appeals Board viewed the declaration of use as fraudulent and cancelled 
the registration. Bose appealed the decision to the Federal Court of Appeals.

The Federal Court of Appeals decision believed that the U.S. Trademark Trials and Appeals Board interpreted the standard 
of fraud too broadly by lowering that standard to simple negligence. The Court defined fraud by “clear and convincing 
evidence” of the intent to deceive; in essence, there must be a willful intent to deceive the Patent and Trademark Office 
when obtaining or maintaining a trademark.

  
1 Medinol v. Neuro Vasx, Inc. 67 USPQ2d 1205 (TTAB 2003)
2 In re Bose, Appeal No. 2008-1448 (Fed. Cir., Aug. 31, 2009)
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With this new definition of fraud, trademark owners can now review and update their trademark portfolio to delete goods 
and/or services that are no longer in use without the fear of having their registrations or entire classes of goods or 
services cancelled. This also presents an opportunity to address goods or services not included in registrations.
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