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Learning the preferred manner of implementing an invention is crucial to protecting an inventor’s innovation. The first 

step to such protection is to file a patent application with the U.S. Patent and Trademark Office. The patent application 

comprises 1) a specification that describes the invention; and 2) a set of claims, based on the specification, which define 

the parameters to exclude others from making and/or using the invention. The specification must disclose the inventor’s 

preferred embodiment to support the claimed invention, which is known as the “best mode.” This requirement is codified 

under the first paragraph of 35 U.S.C. § 112.   

 

The policy behind this statute is to prohibit inventors from receiving the benefit of a right to exclude while at the same 

time concealing from the public preferred embodiments of their inventions. A patent application that does not disclose 

the “best mode” of an invention can lead to severe consequences. Recently, in Ajinomoto Co v. International Trade 
Commission, the U.S. Court of Appeals for the Federal Circuit (CAFC) affirmed a ruling to invalidate two patents for 

failing to meet this requirement. The CAFC clarified that the “best mode” requirement extends to all claimed elements, 

not just those that are believed to be inventive.  

 

Ajinomoto obtained two patents—U.S. Patent Nos. 5,827,698 and 6,040,160—that recited claims to protect engineered 

E. coli bacteria. In their natural state, E. coli bacteria act as lysine-producing factories, but only in small quantities. To 

greatly increase lysine production, the E. coli was genetically mutated to shut down the mechanisms that naturally 

inhibited their lysine output. The engineered bacteria were used as a supplement in feed for livestock, as lysine is an 

essential amino acid that animals cannot synthesize.   

 

After discovering that several Chinese competitors were importing livestock feed supplements into the United States that 

allegedly infringed these two patents, Ajinomoto brought an action before the International Trade Commission (ITC) to 

prevent further importation. This attempt failed, however, as the ITC found that both patents were invalid for failure to 

comply with the “best mode” requirement.  In particular, both the ‘698 patent and the ‘160 patent claims recited a 

method for producing lysine that included cultivating genetically mutated E. coli strains. The specification, however, did 
not disclose the strains that were preferred by the inventor, which were characterized as “their best lysine producers.” 

Thus, the ITC found that the inventor attempted to claim lysine-producing E. coli strains while not actually disclosing 
their preferred embodiments in the application.   

 

Ajinomoto appealed the ITC decision to the CAFC and argued that the inventive aspects of the invention lie in the 

mutations and the best mode of these mutations was provided in the application. The CAFC rejected this argument and 

stated that the best mode requirement is not limited to vague “innovative aspects” or “inventive features” of the 

invention. Because both claims recited a method for producing lysine that included cultivating a bacterium to facilitate 

such production, the claimed invention was much broader than simply an inventive mutation as argued by Ajinomoto. 

Instead, the CAFC stated that the scope of the best mode requirement included an obligation to disclose the inventor’s 

preferred host strains. Since the preferred strains were not disclosed, the CAFC affirmed the invalidity of both patents for 

failing to meet the “best mode” requirement.   

 

Thus, it is important for inventors to provide all underlying information related to the invention that is to be protected via 

a patent application. This includes any examples that the inventor believes to be a preferred embodiment of the 

innovation. By providing this information, every limitation that is claimed can be properly supported in the specification 

to greatly reduce the likelihood that the patent will be invalidated for failure to provide a “best mode.”   
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