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On January 7, 2010, the U.S. Court of Appeals for the Federal Circuit (CAFC) upheld a challenge by drug producer Wyeth to 
the USPTO’s determination limiting patent term adjustment1. In the decision, the CAFC held that the USPTO was 
sometimes miscalculating patent term adjustment under the Patent Statute.

By law, a patent’s term is normally 20 years from the earliest effective filing date of an application for patent. Therefore, 
some of the term of a patent is extinguished during prosecution of the patent application and effectively removes time 
from a patent’s life; however, the law also provides that patent term may be adjusted to replace or add back some of the 
time lost due to delays in prosecution.

The provisions of the Patent Statute provide for additional patent term for certain types of delays in patent prosecution 
that are not the fault of the applicant for patent. The first type of delay (an “A-delay”) is for when the USPTO fails to act 
in accordance with certain timeframes, such as failing to issue a first Office action within 14 months of filing of the 
patent application. The second type of delay (a “B-delay”) is for when the USPTO fails to conclude examination of the 
patent application within three years from the filing date. The Patent Statute says that these delays shall be added to the 
patent term calculation, except those portions of the A-delay and the B-delay that overlap, to avoid double-counting of 
delay.

The USPTO had taken the position that the A-delay and the B-delay, if they exist, always overlap and, therefore, a 
patentee is given additional patent term based on the greater of the A-delay and the B-delay, but not both; however, in 
the Wyeth decision, the CAFC held that patent term adjustment should include the sum of the A-delay and the B-delay 
periods except where these delays occur on the same calendar day or days. As a result, the term on many issued patents 
has been getting short-changed by the USPTO.  

Shortly after the Wyeth decision by the CAFC, the USPTO posted the following notice:

On January 7, 2010, the [CAFC] issued a decision in Wyeth v. Kappos, No. 2009-1120, regarding the 
calculation of patent term adjustments under 35 U.S.C. 154(b). The [CAFC] decision rejects the 
USPTO’s interpretation of the “overlap” limitation in Section 154(b)(2)(A). The Solicitor General will 
determine whether to seek further review of this decision. Pending that determination, the USPTO is in 
the process of changing the manner it will calculate patent term adjustments under Section 154(b) to 
conform with the [CAFC]’s decision. Applicants and Patent Owners dissatisfied with a patent term 
adjustment determination by the agency are reminded of the requirement to seek review of that 
determination within 180 days of patent issuance and the time periods set in the implementing 
regulations. See 35 U.S.C. 154(b)(4) and 37 CFR 1.705.

Even more recently, however, both the USPTO and the Department of Justice have determined that they will not pursue 
further review of the decision by the CAFC in Wyeth v. Kappos. The USPTO has also announced that they will be processing 
recalculation requests for free under an interim procedure that is available to a patentee whose patent issues prior to 
March 2, 2010, and who requests it no later than 180 days after the issue date. This procedure is available only for 
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alleged errors in calculation that are specifically identified in Wyeth. The USPTO plans to be correctly calculating patent 
term adjustment after the March 2nd date.

In the meantime, patent applicants should review the USPTO’s calculation of patent term adjustment that comes with a 
notice of allowance and, if the calculated patent term adjustment is incorrect based on the Wyeth decision, a petition for 
patent term adjustment should be filed, with a fee, prior to or with payment of the issue fee.  

If a correction is not issued by the USPTO within 180 days from issuance, then the applicant may sue the USPTO in the 
District Court for the District of Columbia, which can be expensive to do. A patentee will have to decide whether or not the 
additional patent term to be gained at the end of the patent term is worth the expense of filing suit. For patents that have 
been issued for more than 180 days, there does not appear to be any particular remedy of the situation. There is the 
possibility, however, that a court may set aside the 180-day requirement based on the doctrine of equitable tolling.

In conclusion, the CAFC’s decision could be worth many millions of dollars to companies in certain industries; for 
example, pharmaceutical and biopharmaceutical companies, for which much of the value of a patent lies near the end of 
the term of that patent. Conversely, this decision may not mean as much to other industries, such as the software 
industry, where technology changes very rapidly and a product is often obsolete before the end of its patent term.
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