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In its recent decision in Cardiac Pacemakers, Inc. v. St. Jude Medical, Inc., 576 F.3d 1348, 2009 U.S. App. LEXIS 19336 
(Fed. Cir. 2009) (En Banc), the U.S. Court of Appeals for the Federal Circuit (CAFC), sitting en banc, broke away from the 
slew of recent cases which have extended the reach of United States patent law to actions taking place outside of the 
United States. Relying in part upon the “presumption against extraterritoriality” articulated by the United States Supreme 
Court in its recent Microsoft Corp. v. AT&T Corp. case, the CAFC held that method claims are not covered by Section 
271(f) of the patent statute.1 In doing so, the Court explicitly overturned its earlier precedents, including its 2005 
decision in Union Carbide v. Shell Oil Co., 425 F.3d 1366 (Fed. Cir. 2005), which had applied Section 271(f) to method 
claims.

Section 271(f) of the patent statute was passed by Congress in response to a United States Supreme Court decision 
holding that a manufacturer who shipped the unassembled parts of a patented shrimp deveining machine out of the 
United States to be assembled was not guilty of patent infringement because “it is not an infringement to make or use a 
patented product outside the United States.”2 Section 271(f) establishes liability for infringement where a party “supplies 
or causes to be supplied in or from the United States all or a substantial portion of the components of a patented 
invention, where such components are uncombined in whole or in part, in such manner as to actively induce the 
combination of such components outside of the United States in a manner that would infringe the patent if such 
combination occurred within the United States.”3  

The Cardiac Pacemakers case involved a patent claim directed to a “method of heart stimulation” using implantable 
cardiac defibrillators (ICDs) to perform a series of method steps to diagnose and treat a “determined heart condition.” 
Cardiac Pacemakers contended and the U.S. District Court for the Sothern District of Indiana agreed, that St. Jude 
Medical infringed the patent under Section 271(f) of the patent statute by exporting ICDs used to perform the claimed 
method. 

The CAFC agreed to hear en banc the issue of whether Section 271(f) of the patent statute could be applied to method 
claims, and ultimately held that it could not. Section 271(f) of the patent statute applies to the supply of “all or a 
substantial portion of the components of a patented invention.” The CAFC rejected the broad definition of “component” 
put forth by Cardiac Pacemakers that would encompass “the apparatus that performed the process,” noting that “a 
component of a tangible product, device, or apparatus is a tangible part of the product, device, or apparatus, whereas a 
component of a method or process is a step in that method or process.” The CAFC held that the requirement in Section 
271(f) that the “components” be supplied effectively “eliminates method patents from Section 271(f)’s reach.” It 
reasoned that the ordinary meaning of “supply” referred to the “transfer of a physical object,” and, “supplying” an 
intangible method step was a “thus a physical impossibility.”

The CAFC further concluded that “[t]he legislative history of Section 271(f) is almost completely devoid of any reference 
to the protection of method patents and the Supreme Court has advised us that it is Congress’s right, not the courts’, to 
extend the statute beyond the Deepsouth problem it was designed to fix.”4 And “[a]ny ambiguity as to Congress’s intent 
in enacting Section 271(f) is further resolved by the presumption against extraterritoriality” outlined by the Supreme 
Court in the Microsoft case.5
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