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In the first quarter of fiscal year 2009, the Board of Patent Appeals and Interferences (BPAI) at the United States Patent 

and Trademark Office (USPTO) had an average pendency of 6.2 months for ex parte patent appeals. The average 

pendency is defined as the average number of months between the appeal number assignment date and the appeal 

decision date. In the first fiscal quarter of 2010, the pendency average increased to 9 months and then increased again 

to an average of 12 months in the fourth fiscal quarter of 2010. Further, the time between the filing of a notice of appeal 

and a subsequent BPAI decision, the time period that really matters, is currently averaging about 29 months.   

 

In fiscal 2010, the BPAI began the year with 12,507 pending appeals and ended the year with 17,754 pending appeals, 

almost a 42% increase, disposing 6,734 appeals during the fiscal year. As of December 1, 2010, the BPAI had 19,326 

pending cases. Of the appeals decided in fiscal 2010, the BPAI reversed 29.5% of the cases and the reversal rate so far 

in fiscal 2011 is 30.5%. In light of the increasing number of appeals, the increasing pendency periods, and the low rate 

of complete reversals by the BPAI, this article is to be the first of a series of decision reviews where the BPAI reverses the 

USPTO, in order to highlight successful patent appeal strategies and techniques. 
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In Ex Parte Scott Allen Weitzel, (BPAI, December 14, 2010), App. No. 2009-008633 (Weitzel), the Appellant claimed a 
system comprising an interface to receive a signal associated with a point-of-sale transaction, the signal further 

indicating coins to be given to a customer in accord with the point-of-sale transaction. Further, the Appellant’s system 

claimed a first dispenser to access a number of coins in accord with the signal and a packager to package the accessed 

coins. Figure 1 of Weitzel, illustrated below, includes an exemplary system 100, including a point-of-sale terminal 102, a 

first dispenser 106, coins 110, and a coin packager 122. In system 100, a signal is generated by the point-of-sale 

terminal 102 indicating that coins are to be provided as a result of a point-of-sale transaction. 
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The Examiner’s primary rejection was a rejection of Appellant’s claims under 35 U.S.C. § 102(b) as being anticipated by 

U.S. Patent No. 6,200,213 issued to Cole (Cole). Figure 6 of Cole, illustrated below, includes a coin hopper, including 

coins 11, a coin hopper 21, a second coin hopper 23A, coin bags 39, and a motor-driven carousel 40.   
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In a Final Office Action, the Examiner relied on a portion of Cole’s Summary of the Invention where it stated “the instant 

invention is an improved coin hopper design for coin-operated gaming or “slot” machines, or the like, which accept coins 

and dispenses coins as a prize or award.” (Cole, Col. 4, ll. 19-37.) In Appellant’s Supplemental Appeal Brief, the 

Appellant argued that “Cole’s coins are not bagged in accord with a point-of-sale transaction but rather the bagging of 

are excess coins … the bagged coins are simply a volume of coins in excess of what Cole’s hoppers can accommodate.” 

(Supplemental Appeal Brief, p. 7.) The Appellant relied on another portion of Cole’s description that specifies “once all of 

the coin bags 39 are filled with coins 11, the owner/operator of the gaming establishment is notified by an electronic 

signal.”  (Cole, Col. 11, ll. 52-55.) 

 

The issue that the BPAI was asked to decide was whether Cole’s apparatus accesses coins for packaging in bags in 

accord with a signal indicating coins to be given to a customer or to be packaged in response to, or in accord with, a 

point-of-sale transaction. The Examiner argued that Cole’s signal indicating a win by the customer anticipated Weitzel’s 

signal associated with a point-of-sale transaction, and Cole’s carousel packages the coins in packages or coin bags, 

satisfying the packager or packaging limitation of the claims. Alternatively, the Appellant asserted that the coins in Cole 

are routed to a chute and bagged in response to an indication that hoppers are filled to capacity, not in response to, or in 

accord with, a signal indicating a win by the customer. The BPAI sided with the Appellant and reversed the 35 U.S.C. § 

102(b) rejection, saying the Examiner erred in finding that Cole accesses coins for packaging in bags in accord with a 

signal from a point-of-sale transaction because the coins in Cole are bagged in response to an indication that the 

hoppers are filled to capacity, not a signal from a point-of-sale transaction. Therefore, the Examiner failed to establish a 

prima facie case that Cole anticipates Weitzel. 
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